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U.S. PATENT AND TRADEMARK
OFFICE REQUIRES
REPRESENTATION BY U.S.-

LICENSED ATTORNEYS FOR
TRADEMARKS
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As a U.S.-licensed trademark attorney based in Japan, |
am often asked whether it is really necessary for
Japanese companies and other parties based outside the
U.S. to hire U.S.-licensed attorneys to file and manage
their trademark applications and registrations in the
United States Patent and Trademark Office (USPTO).

The answer is that, since August 3, 2019, when the
USPTO amended its internal rules, the USPTO has
required applicants, registrants, or parties to a trademark
proceeding (including applications and registrations)
whose domicile is not located within the United States or
its territories to be represented by an attorney who is an
active member in good standing of the bar of the highest
court of a state in the U.S. (including the District of
Columbia or any Commonwealth or territory of the U.S.).
Such U.S.-licensed attorney does not have to be a
licensed patent attorney (which is a separate qualification
in the U.S.), but does have to be a licensed member of a
U.S. state bar.

In light of the foregoing, a Japanese company which is
not based in or otherwise domiciled in the U.S. or its
territories will be required to have a U.S.-licensed
attorney file and manage the companys trademark
applications and registrations before the USPTO.

Notwithstanding the foregoing, many Japanese
companies have U.S. subsidiaries, and in such cases, the
U.S. subsidiary, as a separate legal entity domiciled in the
U.S. may be able to file and manage U.S. trademark
registrations on its own, however, the trademark
applications and registrations of the parent company not
domiciled in the U.S. will still need to be handled through
a U.S. licensed attorney.

According to the USPTO, the reason for this relatively
new rule is that, in recent years, there has been a huge
surge in inaccurate and possibly fraudulent trademark
applications filed by foreign applicants on their own behalf
or with the assistance of other entities without the
assistance of U.S.-licensed attorneys. The USPTO
believes that being represented by a qualified U.S.
attorney will instill greater confidence that U.S. trademark
registrations issued to foreign applicants will be much
less likely to be subject to invalidation and enable the
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USPTO to more effectively use available mechanisms to
enforce foreign applicant compliance with statutory and
regulatory trademark requirements. The USPTO also
noted that the requirement of a local attorney is a feature
of many other trademark systems around the world.

In addition to the foregoing USPTO requirements, another
reason that a Japanese company should hire an
experienced U.S.-licensed trademark attorney is that the
trademark availability search process in the U.S. is much
more complex than in Japan. Specifically, in the U.S,,
there are: (1) federally registered trademarks in the
USPTO; (2) U.S. state registered trademarks (lllinois,
California, New York, etc.); and (3) common law
trademarks (trademarks which are unregistered but valid
based upon use in commerce).

Prior to filing a trademark application with the USPTO, it
is almost always advisable to order a comprehensive
trademark search report from a professional trademark
search service, and then have a U.S.-licensed trademark
attorney carefully analyze such trademark search report
and provide an official trademark availability opinion
letter. Doing so greatly increases the chances of a
successful trademark application in the USPTO and also
greatly decreases the chances of rejection by the
USPTO, a trademark infringement action by a third party,
and the costs associated with such negative outcomes.

Jiri Mestecky is a Partner and Registered Foreign
Attorney (licensed in the U.S. State of lllinois) who is
based in the Osaka office of Kitahama Partners and has
been practicing U.S. trademark law and assisting clients
with USPTO trademark applications and registrations for
over 25 years. Please feel free to contact him in the event
you have any inquiries.
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